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DETAILED ACTION 



Priority 

1. Receipt is acknowledged of papers submitted under 35 U.S.C. 1 19(a)-(d), which papers 
have been placed of record in the file. 



2. The drawings are objected to as failing to comply with 37 CFR 1.84(p)(5) because they 
include the following reference character(s) not mentioned in the description: fig. 1, #212, fig. 7, 
#S77-2 5 figs. 9A, 9B, 9C, and 9D, #905-911. Corrected drawing sheets in compliance with 37 
CFR 1.121(d), or amendment to the specification to add the reference character(s) in the 
description in compliance with 37 CFR 1.121(b) are required in reply to the Office action to 
avoid abandonment of the application. Any amended replacement drawing sheet should include 
all of the figures appearing on the immediate prior version of the sheet, even if only one figure is 
being amended. The replacement sheet(s) should be labeled "Replacement Sheet" in the page 
header (as per 37 CFR 1.84(c)) so as not to obstruct any portion of the drawing figures. If the 
changes are not accepted by the examiner, the applicant will be notified and informed of any 
required corrective action in the next Office action. The objection to the drawings will not be 
held in abeyance. 

3. Figure 6 should be designated by a legend such as —Prior Art— because only that which is 
old is illustrated. See MPEP § 608.02(g). Corrected drawings in compliance with 37 CFR 
1.121(d) are required in reply to the Office action to avoid abandonment of the application. The 



Drawings 
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replacement sheet(s) should be labeled "Replacement Sheet" in the page header (as per 37 CFR 
1.121(d)) so as not to obstruct any portion of the drawing figures. If the changes are not accepted 
by the examiner, the applicant will be notified and informed of any required corrective action in 
the next Office action. The objection to the drawings will not be held in abeyance. 

Claim Rejections - 35 USC §102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

5. Claims 1-5, 7, 10 are rejected under 35 U.S.C. 102(b) as being anticipated by Kageyama 
et al. (US 5,954,436). 

Regarding claim 1 , Kageyama et al. discloses an image forming system having an image 
information generation apparatus for generating image information, and an image forming 
apparatus capable of forming images on both sides of a printing medium on the basis of the 
image information generated by the image information generation apparatus, 

the image information generation apparatus comprising: 

image information generation means (fig. 1, #100, column 6, lines 51-66) for generating 
image information; 

storage means for storing the generated image information to allow identifying whether 
the image information is image information to be printed on a first surface or a second surface of 
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the printing medium, Kageyama does not explicitly disclose that the host computer has any type 
of RAM, ROM, or hard drive it would have been inherent that it contain all of them, further as 
shown in figure 1, #101 which is the single/double-sided printing specifying command issuing 
unit; 

reception means (108) for receiving a predetermined signal from the image forming 
apparatus (column 10, lines 56-67, and column 11, lines 1-38); 

selection means (101) for selecting one of the image information to be printed on the 
first surface of the medium and image information to be printed on the second surface on the 
basis of the predetermined signal received by said reception means; and 

transmission means (108) for reading out the image information selected by said selection 
means from said storage means and transmitting the information to the image forming apparatus, 
and 

the image forming apparatus comprising: 

transmission means (110, column 11, lines 1-10) for transmitting the predetermined 
signal; and 

image forming means (1 131) for forming an image on the first surface or the second 
surface of the medium on the basis of the image information transmitted from the image 
information generation apparatus. 

Regarding claim 2 , Kageyama discloses an image forming system wherein the image 
forming generation means (fig. 5, column 8, lines 41-60) generates the image information on the 
basis of PDL data sent from a host computer. 
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Regarding claim 3 , Kageyama discloses (column 1 1, lines 5-10) an image forming 
system wherein the image forming apparatus comprises transmission request means for 
requesting transmission of the image information of the first or second surface. 

Regarding claim 4 , Kageyama discloses (column 7, lines 37-50) an image forming 
system wherein the image information generation apparatus comprises page information 
transmission mans capable of transmitting page information related to image information of a 
plurality of pages to the image forming apparatus in advance. 

Regarding claim 5 , Kageyama discloses (column 7, lines 37-50) an image forming 
system wherein the page information includes pieces of information including the number of 
pages, a paper feed position, and a paper discharge position. 

Regarding claim 7 , Kageyama discloses (column 7, lines 37-50) an image forming 
system wherein said image forming means selects the paper feed position and discharge position 
in accordance with the page information. 

Regarding claim 11 , Kageyama discloses an image information generation apparatus for 
generating image information to be transmitted to an image forming apparatus capable of 
forming images on both sides of a printing medium, comprising: 

image generation means (fig. 1, #100, column 6, lines 51-66) for generating 
image information; 

storage means for storing the generated image information to allow identifying whether 
the image information is image information to be printed on a first surface or a second surface of 
the printing medium, Kageyama does not explicitly disclose that the host computer has any type 
of RAM, ROM, or hard drive it would have been inherent that it contain all of them, further as 
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shown in figure 1, #101 which is the single/double-sided printing specifying command issuing 
unit; 

reception means (108) for receiving a predetermined signal from the image forming 
apparatus (column 10, lines 56-67, and column 11, lines 1-38); 

selection means (101) for selecting one of the image information to be printed on the 
first surface of the medium and image information to be printed on the second surface on the 
basis of the predetermined signal received by said reception means; and 

transmission means (108) for reading out the image information selected by said selection 
means form said storage means and transmitting the information to the image forming apparatus. 

Reearding claim 12 , arguments analogous to those presented for claim 2. 

Regarding claim 13 , arguments analogous to those presented for claim 4. 

Regarding claim 14, arguments analogous to those presented for claim 5. 

Regarding claim 15 , Kageyama discloses (column 12, lines 43-62) an image forming 
system wherein said apparatus sends the image information as a pair to be printed on the first and 
second surface of the medium, after said image information are made ready. As detailed by 
Kageyama, that the buffer memory can hold up to 10 pages at a time, it would be inherent that if 
both sides are ready that both are sent, but the system can hold up to 10 pages, so that 10 pages 
can be sent at a time. 

Regarding claim 16 , Kageyama discloses an image forming apparatus capable of 
forming images on both sides of a printing medium on the basis of image information generated 
by an image information generation apparatus, comprising: 
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determination means (210), column 7, lines 51-67, and column 8, lines 1-18) for 
identifying whether the image is to be printed on a first surface or a second surface of the 
printing medium; 

transmission means (110, column 11, lines 1-38) for transmitting a predetermined signal 
representing a determination result of said determination means; and 

image forming means (1 13 1) for forming an image on the first surface or the second 
surface of the printing medium on the basis of the image information transmitted from the image 
information generation apparatus. 

Regarding claim 19 , arguments analogous to those presented for claims 4 and 5. 

Regarding claim 20 , Kageyama discloses (column 11, lines 36-67) an image forming 
apparatus wherein said apparatus comprises determination means for determining whether the 
image is to be printed on the first surface or second surface of the printing medium, and said 
predetermined signal transmission means transmits the predetermined signal representing a 
determination result of said determination means. 

Regarding claim 21 , Kageyama et al. discloses an image forming method having an 
image information generation module for generating image information, and an image forming 
module capable of forming images on both sides of a printing medium on the basis of the image 
information generated by the image information generation module, 

the image information generation module comprising: 

image information generation step (fig. 1, #100, column 6, lines 51-66) for generating 
image information; 
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storage step for storing the generated image information to allow identifying whether the 
image information is image information to be printed on a first surface or a second surface of the 
printing medium, Kageyama does not explicitly disclose that the host computer has any type of 
RAM, ROM, or hard drive it would have been inherent that it contain all of them, further as 
shown in figure 1, #101 which is the single/double-sided printing specifying command issuing 
unit; 

reception step (108) for receiving a predetermined signal from the image forming module 
(column 10, lines 56-67, and column 11, lines 1-38); 

selection step (101) for selecting one of the image information to be printed on the first 
surface of the medium and image information to be printed on the second surface on the basis of 
the predetermined signal received by said reception step; and 

transmission step for reading out the image information selected by said selection step 
from said storage step and transmitting the information to the image forming module, and 

the image forming module comprising: 

transmission step (110, column 11, lines 1-10) for transmitting the predetermined signal; 
and image forming step (1 13 1) for forming an image on the first surface or the second surface of 
the medium on the basis of the image information transmitted from the image information 
generation module. 

Regarding claim 22 , arguments analogous to those presented for claim 2. 

Regarding claim 23 , arguments analogous to those presented for claim 3. 

Regarding claim 24 , arguments analogous to those presented for claim 4. 

Regarding claim 25 , arguments analogous to those presented for claim 5. 



Application/Control Number: 09/705,800 Page 9 

Art Unit: 2622 

Regarding claim 27 , arguments analogous to those presented for claim 7. 

Regarding claim 31 , Kageyama discloses an image information generation method for 
generating image information to be transmitted to an image forming module capable of forming 
images on both sides of a printing medium, comprising: 

image generation step (fig. 1, #100, column 6, lines 51-66) for generating 
image information; 

storage step for storing the generated image information to allow identifying whether the 
image information is image information to be printed on a first surface or a second surface of the 
printing medium, Kageyama does not explicitly disclose that the host computer has any type of 
RAM, ROM, or hard drive it would have been inherent that it contain all of them, further as 
shown in figure 1, #101 which is the single/double-sided printing specifying command issuing 
unit; 

reception step (108) for receiving a predetermined signal from the image forming module 
(column 10, lines 56-67, and column 11, lines 1-38); 

selection step (101) for selecting one of the image information to be printed on the first 
surface of the medium and image information to be printed on the second surface on the basis of 
the predetermined signal received by said reception step; and 

transmission step (108) for reading out the image information selected by said selection 
step from said storage step and transmitting the information to the image forming module. 

Regarding claim 32 , arguments analogous to those presented for claim 2. 

Regarding claim 33 , arguments analogous to those presented for claim 4. 

Regarding claim 34, arguments analogous to those presented for claim 5. 
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Regarding claim 36 , Kageyama discloses an image forming method capable of forming 
images on both sides of a printing medium on the basis of image information generated by an 
image information generation module, comprising: 

determination step (210), column 7, lines 51-67, and column 8, lines 1-18) for identifying 
whether the image is to be printed on a first surface or a second surface of the printing medium; 

transmission step (110, column 11, lines 1-38) for transmitting a predetermined signal 
representing a determination result of said determination step; and 

image forming step (1 13 1) for forming an image on the first surface or the second surface 
of the printing medium on the basis of the image information transmitted from the image 
information generation module. 

Regarding claim 39 , arguments analogous to those presented for claims 4 and 5. 

Regarding claim 40 % arguments analogous to those presented for claim 20. 



6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 



7. Claim 8, 10, rejected under 35 U.S.C. 103(a) as being unpatentable over Kageyama et al. 
(US 5,954,436). 



Claim Rejections - 35 USC § 103 



Regarding claim 8 , Kageyama discloses an image forming system wherein the 
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image forming apparatus further comprises determination means for determining whether 
the image is to be printed on the first surface or the second surface of the printing medium, and 

said predetermined signal transmission means (column 11, lines 1-10) transmits the 
predetermined signal representing a determination result of said determination means, as shown 
by Kageyama that the printer is sending back to the host computer when a page or job is 
completed. 

As detailed by Kageyama, the printer unit is sending data back to the host computer when 
a page is completed, therefore it would have been obvious to one of ordinary skill in the art at the 
time the invention was made that printer is sending back to the host computer whether the 
surface is the first or second. 

Regarding claim 10 , Kageyama discloses (column 11, lines 5-10) an image forming 
system wherein said determination means identifies on the basis of a convey state of the printing 
medium whether the image is to be printed on the first surface or the second surface of the 
printing medium. As detailed by Kageyama, the printer unit is sending data back to the host 
computer when a page is completed, therefore it would have been obvious to one of ordinary 
skill in the art at the time the invention was made that printer is sending back to the host 
computer whether the surface is the first or second. 

Regarding claim 17 , Kageyama discloses (column 11, lines 1-10) an image forming 
apparatus wherein the transmission request means for requesting transmission of the image 
information of the first surface or the second surface. As detailed by Kageyama, the printer unit 
is sending data back to the host computer when a page is completed, therefore it would have 
been obvious to one of ordinary skill in the art at the time the invention was made that printer is 
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sending back to the host computer whether the surface is the first or second. Further, as shown in 
column 12, lines 43-62, that the printer as each page is completed requests the next from the host 
computer and therefore it would have been obvious to one of ordinary skill in the art at the time 
the invention was made the printer is requesting either the first or second surface. 

Regarding claim 28 , arguments analogous to those presented for claim 8. 

Regarding claim 30 , arguments analogous to those presented for claim 10. 

Regarding claim 37 , arguments analogous to those presented for claim 17. 

8. Claims 6, 9 are rejected under 35 U.S.C. 103(a) as being unpatentable over Kageyama et 
al. as applied to claims 1-5, 7-8, 10-1 1 above, and further in view of Iwase et al. (US 6,724,492). 

Regarding claim 6 , Kageyama teaches (column 11, lines 1-10) an image forming 
apparatus that can print on both sides of a medium that is sent through the system. But 
Kageyama does not explicitly detail that the printer is a four-color printer. 

Whereas, Iwase et al. (Iwase) teaches (column 12, lines 36-40) in figure 14, item #245, 
the ability to print in a photograph mode. Further, in figure 19, shows (column 13, lines 61-67, 
and column 14, lines 1-20) each of the independent color settings. 

Kageyama and Iwase are analogous art because they both are from the same field of 
endeavor, printing. 

At the time of the invention, it would have been obvious to a person of ordinary skill in 
the art to combine the color printing of Iwase with the system of Kageyama. 
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The suggestion/motivation for doing so would have been to provide the user the ability to 
print in monochrome mode and to print in color mode. 

Therefore, it would have been obvious to combine Kageyama with Iwase to obtain the 
invention as specified in claim 6. 

Regarding claim 9 , Kageyama teaches (column 11, lines 1-10) an image forming 
apparatus that can print on both sides of a medium that is sent through the system. But 
Kageyama does not explicitly detail that the ability of the printer to read an original on a 
scanning surface. 

Whereas, Iwase (fig. 2, #1 1, column 4, lines 3-16) teaches the printer has a scanner 
section 1 1 has a CCD sensor, which converts the light reflected from an original document in an 
electric image signal. 

At the time of the invention, it would have been obvious to a person of ordinary skill in 
the art to combine the color printing of Iwase with the system of Kageyama. 

The suggestion/motivation for doing so would have been to provide the user the ability to 
convert an original to an electrical image signal for printing. 

Therefore, it would have been obvious to combine Kageyama with Iwase to obtain the 
invention as specified in claim 9. 

Regarding claim 18 , arguments analogous to those presented for claim 6. 

Regarding claim 26 , arguments analogous to those presented for claim 6. 

Regarding claim 29 , arguments analogous to those presented for claim 9. 

Regarding claim 35 , arguments analogous to those presented for claim 9. 

Regarding claim 38 , arguments analogous to those presented for claim 6. 
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Conclusion 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to David L Jones whose telephone number is (703) 305-4675. The 
examiner can normally be reached on Monday - Friday (7:00am - 3:30pm). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Edward Coles can be reached on (703) 305-4712. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



David L. Jones 
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